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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverse of Group IV, Claims 49-66 in the reply filed 
on 26 July 201 1 Is acknowledged. As per the Applicant's response, the Examiner 
agrees that Claims 63 and 64 are properly included in Group IV. 

Claim Objections 

2. Claims 53 and 54 are objected to because of the following informalities: The 
preliminary amendment to Claims 53 and 54 corrected issues with multiple dependency. 
However, both claims still contain the phrase "any one of. As Claims 53 and 54 are 
now dependent upon a single claim, deletion of this phrase is recommended. 
Appropriate correction is required. 

Ciaim Rejections - 35 USC § 1 12 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



Application/Control Number: 1 0/573,863 Page 3 

Art Unit: 1762 

4. Claims 49-66 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5. Claim 49 includes the phrase "a cured product prepared from the polymer 
showing higher oil resistance than that of a cured product from a composition containing 
a butyl acrvlate homopolvmer having the same structure" (underline added). Based on 
the wording of the claim, it is unclear which must have the same structure: the cured 
product (having the same physical structure), or the butyl acrylate homopolymer (having 
the same chemical structure). The two possible interpretations of this claim limitation 
render Claim 49 indefinite. Claims 50-66 refer back to or otherwise require all 
limitations of Claim 49, and are therefore similarly indefinite. 

6. Claim 59 requires a halogen group-terminated (meth)acrylic polymer represented 
by the following formula (3): 

-CR^R^X 

wherein R"" and R^ each represent a group bonded to an ethylenically unsaturated 
group of a vinyl monomer, and X represents CI, Br, or I. 

7. As per the claim language, formula (3) is meant to represent a polymer. 
However, the formula only contains one subunit and is not representative of a polymer. 
Additionally, although the groups R^ and R^are required to be bonded to an 
ethylenically unsaturated group of a vinyl monomer, they are shown bonded to a single 
carbon atom. This is not representative of a vinyl monomer and does not contain an 
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ethylenically unsaturated group. Thus, the wording of the claim is not consistent with 
the structure pictured in Formula (3). For these reasons. Claim 59 is indefinite. 



Claim Interpretation 



8. Claim 49 and its dependent claims require a (meth)acrylic polymer "produced by 
atom transfer radical polymerization". This represents a product-by-process limitation. 

9. It Is noted that "[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim Is unpatentable even though the prior product was made by a different 
process", In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) . 
Further, "although produced by a different process, the burden shifts to applicant to 
come forward with evidence establishing an unobvious difference between the claimed 
product and the prior art product", In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
(Fed. Cir. 1983). See MPEP 2113. 

1 0. Absent any evidence of criticality regarding the presently claimed process, any 
(meth)acrylic polymer which meets the structural requirements of the claimed product 
will be interpreted as reading on the claimed polymer regardless of the method by which 

it is produced. 
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1 1 . Claims 58 and 60 as well as their dependent claims require the (meth)acrylic 
polymer according to claim 49, produced either by reacting a halogen group-terminated 
polymer with a compound represented by formula (2) (see Claim 58) or by reacting a 
hydroxyl group-terminated {meth)acrylic polymer with a compound represented by 
formula (4) (see claim 60). 

1 2. Both claims contain product-by-process limitations which ultimately describe an 
identical product. The product resulting from the process described by Claims 58 and 
60 will contain a terminal moiety having the following formula: 

o 




This is identical to formula (1) required by Claim 49. 

1 3. Absent any evidence of criticality regarding the presently claimed process , any 
(meth)acrylic polymer which reads on Claim 49 be interpreted as reading on the 
polymer of Claims 58 and 60 regardless of the method by which it is produced. 

14. Claim 61 requires the (meth)acrylic polymer according to claim 49, produced by 
(1) reacting a hydroxyl group-terminated (meth)acrylic polymer with a diisocyanate 
compound, and (2) reacting the residual isocyanate group with a compound 
represented by formula (5). The product resulting from the process described by Claim 
61 will contain a terminal structure having the following formula: 
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l2 



wherein R" is tine residue of a diisocyanate compound. 

1 5. Absent any evidence of criticality regarding tine presently claimed process, any 
(meth)acrylic polymer which contains the terminal structure shown above will be 
interpreted as reading on the claimed polymer regardless of the method by which it is 
produced. 

1 6. Claim 62 serves only to further limit the product-by-process limitation of Claim 49. 
Therefore, any product which satisfies the structural limitations of Claim 49 will be 
interpreted as also satisfying Claim 62. 

1 7. Claim 65 contains the limitation "for on-site forming gaskets". This represents a 
statement of intended use, and does not require steps to be performed or limit the 
claims to a particular structure. Therefore, the limitation "for on-site forming gaskets" 
does not limit the scope of the instant claims, and need not be taught by the prior art in 
order to anticipate the claims. 



Claim Rejections - 35 USC § 102 



1 8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year phor to the date of application for patent in 
the United States. 

1 9. Claims 49-66 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Nakagawa et al (WO 99/43719; US 6,964,999 referred to herein as the English 
equivalent). 

20. Regarding Claims 49-52, 54, 58, 60, and 62, Nakagawa teaches a vinyl polymer 
having at least one terminal group of the general formula (1) per molecule: 
-0C(0)C(R)=CH2 (1) 

wherein R represents hydrogen or an organic group containing 1 to 20 carbon atoms 
(Abstract). Acrylic and methacrylic ester monomers are preferred monomers used to 
form the main chain of the vinyl polymer (col. 4, lines 31 -35; col. 5, lines 1 4-15). Thus, 
Nakagawa teaches an acrylic or methacrylic polymer which has a group according to 
formula (1) at its terminal (molecular) end. 

Nakagawa is silent with respect to the claimed physical properties. However, 
Nakagawa describes polymers which are structurally identical to the claimed polymers, 
and which are produced by an identical process. The courts have held that "a 
compound and aN its properties are mutually inseparable", In re Papesch, 31 5F.2d 381 , 
1 37 USPQ 42, 51 (CCPA 1 963). Further, attention is drawn to MPEP 21 1 2.01 , which 
states that "products of identical chemical composition can not have mutually exclusive 
properties. A chemical composition and its properties are inseparable. Therefore, if the 
prior art teaches the identical chemical structure, the properties applicant discloses 
and/or claims are necessarily present.", In re Spada, 91 1 F.2d 705, 709, 1 5 USPQ2d 
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1655, 1658 (Fed. Cir. 1990). Nakagawa's polymers will inherently possess the claimed 
physical properties. Therefore, Nakagawa as set forth above reads on all elements of 
Claims 49-52, 54, 55, 58, 60, and 62. 

21 . Regarding Claim 53, Nakagawa teaches a molecular weight distribution less than 
1 .8 (col. 5, lines 20-24). 

22. Regarding Claims 56-57, Nakagawa teaches 2-methoxyethyl acrylate (col. 4, 
lines 43-44). 

23. Regarding Claim 59, Nakagawa teaches olefinic polymers having a terminal 
structure according to formula (3) (col. 15, lines 35-44). 

24. Regarding Claim 61 , Nakagawa teaches polymers obtained by reacting a 
hydroxy-terminated vinyl polymer with a diisocyanate compound, and subsequently 
reacting the residual isocyanate group with a compound represented by formula (5) (col. 
18, line 65 - col. 19, line 7). 

25. Regarding Claim 63, Nakagawa teaches a curable composition comprising said 
polymer and a photopolymerization initiator (col. 22, lines 30-35). 

26. Regarding Claim 64, Nakagawa teaches a curable composition comprising said 
polymer and a thermal polymerization initiator (col. 23, lines 21-25). 

27. Regarding Claim 65, Nakagawa teaches curable compositions containing said 
polymer (Abstract). 

28. Regarding Claim 66, Nakagawa teaches various molded products such as 

gaskets (col. 23, lines 14-20; col. 24, lines 24-29). 
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Conclusion 



29. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT JONES JR. whose telephone number is 
(571)270-7733. The examiner can normally be reached on Monday - Thursday, 9 AM - 
5 PM. 

30. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571 -273-8300. 

31 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



RSJ 

/DAVID WWU/ 

Supervisory Patent Examiner, Art Unit 1 762 
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